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UNITED STATES CIRCUIT COURT OF APPEALS 
A. LescHEN & Sons Rope Co. v. FULLER, et al. 
(218 Fed. Rep., 786.) 
Eighth Circuit, December 14, 1914. 


. TrapE-MARKS—WHaAT May BE. 

A colored strand in a rope, restricted to no particular color, is not 

a valid common-law trade-mark for the rope. 
. TRADE-MARK—INFRINGEMENT. 

A trade-mark consisting of a red strand woven into a wire rope is 

not infringed by the use of a yellow strand similarly applied. 
. TRADE-MARKS—-INFRINGEMENT—EVIDENCE. 

The maker of a brand of wire rope known as “Hercules,” formerly 
sold his product to the manufacturer of a stump-puller also called 
“Hercules,” the rope being used as part of the equipment of the stump- 
pullers. Later a different brand of rope was used and the manufacturer 
of “Hercules” rope sought to enjoin the alleged advertising of this 
latter rope, in connection with the sale of the stump-pullers, as 
“Hercules” rope. The charge was held unproved. 

. UNFAIR COMPETITION—NATURE AND BASIS OF WRONG. 

The deception or the probable deception of the ordinary purchaser 
so that he buys, or probably will buy, the articles of one manufacturer 
or vendor in the belief that they are those of another, is an indispensable 
part of the plaintiff's case in a suit for unfair competition. 


Appeal from a decree of the district court of the United 
States for the southern district of Iowa, dismissing the bill of 
complaint. Affirmed. 





THE TRADE-MARK REPORTER 


James A. Carr and Lon O. Hocker, both of St. Louis, Mo. 
(James C. Jones, of St. Louis, Mo., on the brief), for 
appellant. 

James P. Dawson, of St. Louis, Mo., and C. F. Howell, of 
Centerville, lowa (William E. Garvin, of St. Louis, Mo., 
on the brief), for appellees. 


Before SANBORN and Smirn, Circuit Judges, and Trreser, 
District Judge. 


SANBORN, Circuit Judge——This suit is a continuation of the 
controversy between A. Leschen & Sons Rope Company and 
Broderick & Bascom Rope Company over the asserted right of 
the former, which uses a red strand to mark wire rope of its 
manufacture, to exclude the latter from the use of a yellow strand 
to mark wire rope which it makes—a controversy which has re- 
ceived the consideration of the courts at various times since 1903. 
A. Leschen & Sons Rope Co. v. Broderick & Bascom Rope Co. 
(C. C.), 123 Fed., 149; Id., 134 Fed., 571, 573; 67 C. C. A., 418, 
420; Id., 201 U. S., 166, 170, 171; 26 Sup. Ct., 425; 50 L. Ed., 710; 
Same v. Macomber & iVhyte Rope Co. (C. C.), 142 Fed., 289 
By the decisions in the cases cited it has been determined that 
the registered trade-mark of the Leschen Company, consisting 
of a red or other distinctively colored streak applied to or woven 
in a wire rope, which was usually applied by painting one strand 
of the wire rope a distinctive color, usually red, was void, because 
it was too broad, in that the Leschen Company sought thereby 
to monopolize the use, not of one, but of all, colors ¢0 mark 
its rope, and too indefinite, in that the color claimed was not 
confined to or connected with any symbol or design which might 
he the subject of a trade-mark. 201 U. S., 170, 171; 26 Sup. 
Ct., 425; 50 L. Ed., 710; 134 Fed., 571; 67 C. C. A., 418. 


The Leschen Company has been making and selling wire rope 
with one strand colored red since 1886, and the Broderick Com- 
pany has been making and selling wire rope with one strand 
colored yellow since 1900. The defendants below, the respon- 
dents here, are partners as Hercules Manufacturing Company, 
and under that name have been making and selling the Hercules 


stump puller and the necessary equipment, including wire rope, 
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for its operation ever since 1900. They are not and have not 
been engaged in the manufacture of wire rope, but they purchase 
such rope of the manufacturers to equip their stump pullers, and 
sell the latter with their requisite equipment, and also buy and 
sell wire rope. Since the year 1908 they have been buying of 
the Broderick Company their yellow strand wire rope to complete 
the equipment of their stump pullers, and have been selling the 
stump pullers with the necessary amounts of this wire rope as 
parts of their equipment. It was in 1906 that the supreme court 
finally affirmed the decree dismissing the suit of the Leschen 
Company against the Broderick Company for the alleged in- 
fringement of its registered trade-mark on the ground that it 
was void on account of its breadth and indefiniteness. Bowing 
to the decision in that case the Leschen Company has brought 
this suit against the defendants for the alleged infringement by 
their purchase and use of Broderick’s yellow strand rope of (1) 


its common-law trade-mark, consisting of ‘a helical stripe or 


band of uniform width and distinctive color, usually red, and pro- 
duced by painting one of the strands of the rope,” called “colored 
strand rope,” or “colored strand cable,” or “red strand rope,’ 
or “red strand cable”; and (2) its registered trade-mark, 
“Hercules,” which it uses on its reels and on its tags upon its 
wire rope—and also for unfair competition. The defendants 
answered that the plaintiff's alleged trade-marks were void, that, 
if valid, they have not infringed them, that they had not been 
guilty of unfair competition, and that the plaintiff was estopped 
by the adjudication in its suit against the Broderick Company, 
and by its words and acts from maintaining this suit. A large 
amount of evidence was gathered, a final hearing was had, the 
court below dismissed the suit, and the Leschen Company ap- 
pealed. The plaintiff assigns eight errors. 

The first and second specifications are that the Court erred 
in failing to sustain the complaint and to grant the relief prayed 
therein. They are disregarded now, because they are so indefi- 
nite, and because those which follow specifically state the grounds 
of the appeal. 


The third and fourth specifications are that the Court erred 
in that it failed to hold “upon the evidence that complainant’s 
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practice of painting red one of the strands of its wire rope 
created a trade-mark in favor of the complainant,” of which the 
sale by defendants of wire rope having one strand painted yellow 
was an infringement, in view of the complainant's long-con- 
tinued practice “of marketing its wire rope with one strand 
painted red under claim and notice of trade-mark therein.” It 
is not very clear, from the pleadings, evidence, and brief, exactly 
what this sttfand trade-mark claimed by the plaintiff is; but it 
is reasonably certain that it is either (1) “a helical stripe or 
band, of uniform width and distinctive color, this color being 
usually red, and produced by painting one of the strands of the 
rope,’ as alleged in the complaint, or (2) a red helical stripe or 
band, of uniform width, produced by painting one of the strands 
of the wire rope red. If it is the former, it cannot be sustained, 
because such a stripe, without designation of its distinctive color, 
is not the subject of a trade-mark. If it were, one party might 
exclude all others from the use of every color on an article, al- 
though he used but one thereon himself. A colored strand, not 
restricted to any color, is not a valid trade-mark. A. Leschen 
& Sons Rope Co. v. Broderick & Bascom Rope Co., 134 Fed., 
571, 573; 67 C.C. A., 418. 420; Samson Cordage Works v. Puri- 
ian Cordage Mills, 211 Fed., 603, 604, 607; 128 C. C. A., 203 
| Reporter, vol. 4, p. 225]. If it was the latter, and if that is a 
valid trade-mark, it is so because, and only because, it is limited 
to a red stripe or strand, and that limitation permits the use by 
others of wire ropes with strands of other colors, and the defend- 
ants do not infringe that trade-mark because they use a yellow 
strand. 

The sixth specification is that the Court ought to have held 
and decreed that the word “Hercules” constituted a valid trade- 
mark of the complainants, and that the defendants had infringed 
it. About the year 1886 the Leschen Company commenced to use 
as its trade-mark the word “Hercules” upon the reels containing 
its wire rope and on tags attached to the rope, and it has con- 
tinued to do so ever since. It registered this word as its trade- 
mark of its wire rope under the acts of Congress on September 
25, 1888, and again on January 23, 1906. From about the year 
1900 to the present time the firm name of the defendants has 
been Hercules Manufacturing Company, and they have used 
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and are using that name, cast upon various castings, which form 
parts of their stump puller and its appropriate equipment. From 
1900 to 1909 they purchased from the plaintiff the Hercules red 
strand wire rope, which it manufactured to complete the equip- 
ment of their stump pullers. From 1908 until the present time 
they have purchased of the Broderick Company the yellow strand 
wire rope, which it has made for the same purpose. 


The complainant's claim of infringement is that, while using 
this yellow strand rope as a part of the equipment of its stump 
puller since 1908, the defendant sold and advertised for sale 
this wire rope and various fittings of its stump pullers, such as 
take-ups, couplings, hooks, etc., marked with the word “Hercu- 
les.” The record discloses the fact that from 1900 to 1908, while 
the defendants were using complainant’s wire rope, they adver- 


tised it as the Hercules wire rope, and used cuts of it furnished 
by the complainant for advertising purposes, and that at the same 
time they advertised and sold their stump pullers as the Hercules 
stump pullers. During this time the word “Hercules” fre- 
quently appeared in the advertising matter of the defendants to 
describe the red strand cable, and also to describe the stump 
puller. There is evidence in the record that in a few instances 
advertising matter was used by the defendants after 1908, while 
they were buying and selling the yellow strand cable, which 
tended to designate that cable as the Hercules cable. But, when 
all the evidence on this subject is considered, it discloses an 
‘arnest and persistent endeavor by the defendants to distinguish 
the yellow strand cable which it was using and selling from all 
others, and to sell it on its merits, and not on the merits of the 
Hercules cable. 

Conceding that the complainant had a valid trade-mark for 
its wire rope in the word “Hercules,” nevertheless that fact did 
not deprive the defendants of the right to the free use of that 
word to designate their firm and their stump puller, for neither 
the one nor the other was of the same class as the wire rope. 
Nor did the fact that the complainant had the exclusive right 
to the use of the word “Hercules” to designate the wire rope 
it made deprive the defendants of the right to buy, use, and sell, 
either with or without its stump puller, rope made by others. 
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In view of the established facts that yellow strand wire rope 
might be lawfully used and sold, and was used and sold, by the 
Hercules Manufacturing Company as a part of the equipment of 
their Hercules stump puller, immediately after their use and sale 
of the Hercules wire rope with those stump pullers, it was 
natural and almost unavoidable that the name of the Hercules 
wire rope formerly used should creep, inadvertently for a time 
after the change, into the advertising of the yellow strand rope; 
but the evidence produced by the plaintiff falls far short of 
establishing any deleterious infringement by the defendants of 
the plaintiff's trade-mark “Hercules,” and the sixth specification 
of error cannot be sustained. 

The fifth, seventh, and eighth specifications are that the 
Court erred in that it did not find that the defendants had been 
guilty of unfair competition by their use of the word “Hercules,” 
by their use of red color, by their use of the words “colored 
strand,” and by their use of the words “Grand Prize” in con- 
nection with the wire rope. 


The sale of goods by one manufacturer or vendor as those 
of another is unfair competition, and it constitutes a fraud which 
a court of equity may lawfully prevent by injunction. The 
fraud is the basis of the suit for such relief. The deceit, or the 
probable deceit, of the ordinary purchaser, so that he buys, or 
probably will buy, the articles of one manufacturer or vendor in 
the belief that they are those of another, is an indispensable 
attribute of good cause for such a suit. The test of the exist- 
ence of this attribute is whether the simulation of the other manu- 
facturer’s or vendor’s goods will probably deceive a purchaser 
who exercises ordinary prudence, and the burden is on the 
plaintiff to prove the fraud by a substantial preponderance of the 
evidence. Centaur Co. v. Marshall, 97 Fed., 785, 788; 38 C. C. A.. 
413, 416; Kann v. Diamond Steel Co., 89 Fed., 706, 711, 712; 
32 C. C. A., 324, 329, 330. The examination of the evidence 
relative to the use of the word “Hercules,” to which reference 
has already been made, leaves no doubt that the defendants did 
not so use that word that it would be likely to deceive purchasers 
who used ordinary care. 


The complaint of the use of red color rests on the fact that, 
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while the defendants were using the red strand rope their ad- 
vertising matter contained little red color beyond the color of 
the red strand of the rope in the cuts, while after it commenced 
to use the yellow strand rope it painted its stump pullers red and 
used the red color freely in its advertising. These facts, however, 


are not persuasive of fraudulent simulation, because in that ad- 
vertising the defendants clearly showed that the rope they were 


selling was characterized by a yellow strand, and the contrast of 
the red of the stump puller and of the advertisements and the 
yellow strand in the rope would serve rather to give notice to 
purchasers that it was not Leschen Company’s rope than to in- 
duce them to buy it in the belief that it was such. 

Counsel complain of the use by the defendants of the words 
“colored strand.” The Broderick Company, from whom defend- 
ants bought their yellow strand rope after 1908, has been mak- 
ing and selling it in competition with the Leschen Company’s 
red strand rope since 1900. The Leschen Company originally 
advertised their rope as Hercules rope. From 1894 until 1904 
they advertised it as “Hercules red strand” rope. From 1904, 
when they were pressing their suit against the Broderick Com- 
pany for infringement of their claimed trade-mark, consisting 
of the distinctively colored streak, until 1912, they advertised 
it as “Hercules colored strand rope,” and thereafter as “Hercu- 
les red strand rope.” During the years from 1904 until 1908, 
while the defendants were buying and using the Hercules rope. 
they advertised and sold it, as did the plaintiff, as “colored 
strand” rope. After they commenced to buy and sell the yellow 
strand rope, instead of the red strand rope, they called the 
yellow strand rope colored strand rope in many of their ad- 
vertisements and correspondence prior to the year 1912. In 
the year 1911 they discontinued the use of these words “colored 
strand” in advertising it, describing it, and corresponding about 
it. The yellow strand rope, however, was in fact a colored strand 
rope, the courts had decided that the plaintiff could have no 
trade-mark in a colored strand which was not restricted to any 
color, the defendants and their vendors, the Broderick Company, 
while they were using these words “colored strand,” persistently 
and clearly represented the wire rope they were handling to be 
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the yellow strand rope, both in their advertising matter and 
otherwise, and the evidence upon this subject fails to satisfy that 
the defendants’ use of the words “colored strand,” when it is 
considered, as it must be, in connection with the use of all its 
advertising matter, probably induced, or would probably deceive 
the ordinary purchaser into, buying the yellow strand rope as the 
red strand rope of the plaintiff. 

It is claimed that the defendants were guilty of unfair com- 
petition by reason of their use of the words “Grand Prize.” In 
1905 the St. Louis World’s Fair awarded the Leschen Com- 
pany a grand prize on “Cables and System of Power Trans- 
mission.” Thereupon the Leschen Company and the defend- 
ants, who were purchasing and using its red strand rope, ad- 
vertised and sold it as “Grand Prize” wire rope. In some of 
their catalogues and advertising matter issued between 1908 and 
1912, when they were using and selling the yellow strand rope, 
the defendants represented it to be grand prize wire rope; but 
at the same time their catalogues and advertising matter clearly 
disclosed the fact that it was not red strand rope, but was 
yellow strand rope. Here, again, the Court is unable to find from 
the evidence that the defendants’ use of these words ever so de- 
ceived, or would probably deceive, an ordinary purchaser as to 
lead him to buy the yellow strand rope in the belief that it was 
the product of the plaintiff. Moreover, there is no evidence in 
the record that the plaintiff ever received a grand or any other 
prize on its red strand wire rope, and its application for an 
injunction against the use by the defendants of the probably 
mistaken designation by the plaintiff of its wire rope as grand 
prize rope does not appeal to the conscience of a court of equity 
with persuasive force. 


A careful examination of the entire record in this case has 
led to the conclusion that there was no error or mistake in the 
disposition of this suit, and the decree below is affirmed. 


[In the registration before the United States supreme court in the 
decision above cited (A. Leschen & Sons Rope Co. v. Broderick & 
Bascom Rope Co., 201 U. §., 166), the mark was described as follows: 

“The trade-mark consists of a red or blue distinctly colored 
streak applied to or woven in a wire rope. The color of the streak 
may be varied at will, so long as it is distinctive from the color 
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and body of the rope. The essential feature of the mark is the 
streak of distinctive color produced by applying to a wire rope. 
This mark is usually applied by painting one strand on the rope a 
distinctive color, usually red.” 

The English court of chancery in passing upon an application to 
register a trade-mark consisting of a red, white and blue label in imitation 
of the French tri-color, held that the mark was not distinctive and said: 

“It is the plain intention of the act that where the distinction 
of the mark depends upon color that will not do. You may register 
a mark that is otherwise distinctive, in color, and that gives you 
the right to use it in any color you like; but you cannot register a 
mark which the only distinction is the use of a color, because 
practically under the terms of the act, that would give you a 
monopoly in all the colors of the rainbow” (/n re Hanson’s trade- 
mark Lb. KH. 37: Ch. Die: t32)- 

The principal point decided in this case has already been decided in 
other suits. In one of the cases cited above, suit was brought to restrain 
the use of a white strand in competition with the red strand of the com- 
plainant (A. Leschen & Sons Rope Co. v. Macomber & Whyte Rope 
Co., 142 Fed. Rep., 280). 

The circuit court of the district of Massachusetts in a similar case 
held that a trade-mark consisting of a blue thread woven into a rope 
was not infringed by the similar use of a red thread, saying that, to allow 
the complainant the exclusive right of twisting threads of any and all 
colors into ropes would give to the complainant a monopoly of the only 
practical method of marking the rope (Dodge Mfg. Co. v. Sewall & 
Day Cordage Co., 142 Fed. Rep., 288). 

The circuit court of appeals for the sixth circuit has held that there 
can be no monopoly in the use of any two particular colors applied upon 
tips of matches, the Court saying: 

“The primary colors, even adding black and white, are but 
few. If two of these colors can be appropriated for one brand of 
tipped matches, it will not take long to appropriate the rest. If 
by appropriating two colors for each brand, the ‘defendant could 
monopolize them, it would soon take all the colors not in use by 
the complainant, and thus cover the entire field at once” (Diamond 
Match Co. v. Saginaw Match Co., 142 Fed. Rep., 729). 

In apparent contrast with these decisions, the court of appeals of 
the District of Columbia has sustained two oppositions filed by the above 
complainant, to the registration of marks, the one consisting of a yellow 
strand applied to wire rope and the other of a blue strand similarly applied 
(A. Leschen & Sons Rope Co. v. Broderick & Bascom Rope Co., 164 
O. G., 977; A. Leschen & Sons Rope Co. v. The American Steel & 
Wire Co., 164 O. G., 978).] 


UNITED STATES CIRCUIT COURT 
LAMBERT PHARMACAL COMPANY v. KALISH PHARMACY. 
(219 Fed. Rep., 323.) 
May 10, 1911. 
TRADE*M ARK—INFRINGE MENT. 


The name “Listerseptine” conflicts with “Listerine” as a_ trade- 
mark for a like article. 
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2. TRADE-MARK—PROPER NAME. 
There is no objection to adopting as a trade-mark the name of a 


person who has achieved fame and distinction for the purpose of 
attracting the attention of the public to an article, provided such name 
is not descriptive of the quality or character of the article, or a 
geographical name. 

3. TRADE-MARK—DECEPTIVE TERM. 

Although the product or formula on which the trade-mark “Lister- 
ine” is used, was not originated by Lord Lister, the famous English 
surgeon, and although authorization to make trade-mark use of his 
name was not shown, the mark was held entitled to protection by in- 
junction as‘against the user of an infringing mark. 

4. TRADE-MARK—DESCRIPTIVE TERM. 

The fame of Lord Lister and his method of antiseptic surgical 
dressing was not such as to cause the trade-mark “Listerine” to be 
considered descriptive; the word does not suggest to the public mind 
qualities imparted or recommended by him since only a small part of 
the present-day public ever heard of him or his discovery. 

5. TRADE- MARK—INFRINGEMENT—ELEMENTS. 

In a suit brought because of trade-mark infringement, fraudulent 
intent on the part of the infringer need not be shown affirmatively by 
the complainant but will be presumed from the facts, in a proper case. 


In Equity. On final hearing. 


Cummings & Burleigh and Redding, Greeley & Austin, of 
New York City (George P. Burleigh and William A. 
Redding of New York City, of counsel), for com- 
plainant. 

Charles A. Kalish and Baird, Cox & Scherr, all of New 
York City, for defendant. 


Haze, District Judge.—The bill alleges unfair competition 
in trade and infringement of complainant’s registered trade- 
mark “‘Listerine” by defendant's use of the word “Listerseptine,” 
in the sale of its commodity. The complainant’s predecessor, 
Jordan W. Lambert, in the year 1881, began the manufacture of 
an antiseptic compound, and, to differentiate it from other com- 
pounds having similar properties, he adopted the arbitrary name 
of “Listerine” and printed such name on labels pasted on bottles 
containing his vendable article. Prior to such designation the 
name “Lister,” or its derivative, “Listerine,” had never been ap- 
plied to an antiseptic preparation. It is shown that Sir Joseph 
Lister, an eminent English surgeon, had as early as the year 1865 
inaugurated a method of surgical dressing which may be said to 
consist of immersing the instruments in a solution of carbolic 
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acid and using a like solution for spraying or dressing the 
wounds. The efficacy of this method of dressing wounds was 
much debated at the time, but finally it received the approval of 
the medical profession, and, meanwhile, the words “Lister,” 
“Listerian,”’ and “Listerism’’ became familiar in England and 
the United States; but the so-called “Listerian” treatment of 
wounds preparatory to performing an operation was not univer 
sally recognized and adopted by the medical profession until 
the year 188o. 

Lord Lister did not originate the product or formula to 
which Mr. Lambert applied the trade-mark or name “Listerine.”’ 
Complainant’s product has no relation whatever to the antiseptic 
treatment of wounds made known to the medical profession by 
Lord Lister, whose method of applying antiseptics to achieve 
the desired surgical result was new and novel, but without the 
employment, however, of any distinctive antiseptic substance. 
The word “Listerine” upon its origination was registered in the 
United States Patent Office by complainant’s predecessor, as a 
trade-mark for a secret medical formula, since which time it 
has been prominently advertised and printed upon labels of bot- 
tles containing the preparation. Although the record does not 
show that Lord Lister conferred on the complainant or its 
predecessor the right to use the name “Listerine” in connection 
with the manufacture and sale of its antiseptic formula, I am 
nevertheless ‘of the opinion that complainant is entitled to pro- 
tection in the use of its secret formula and in the adaption of 
the name “Listerine” by which its article became known to the 
public. No one has the right to use the said trade-mark or to 
imitate it so as to enable palming off an antiseptic preparation, 
the product of another, in the pretense that it was the antiseptic 
preparation of the complainant. 


The trade-name “Listerine’” has become familiarly known 


to the public as belonging to the complainant and as denoting a 
preparation of prophylactic or antiseptic characteristics, of 
peculiar color and taste, generally used for c'eansing the teeth and 
as a throat or mouth wash. The fame achieved by Lord Lister 
in his antiseptic treatment in surgical operations is not sufficient 
to warrant this Court in holding that the word “Listerine”’ is 
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merely descriptive or of qualifying import. The authorities 
uniformly hold that the selection of a fanciful name for an article 
of merchandise may constitute a valid trade-mark. There is no 
objection to adopting as a trade-mark the name of a person who 
has achieved fame and distinction for the purpose of attracting 
the attention of the public to an article provided such name is 
not descriptive of the quality or the character of the article, or 
a geographical name. Hesseltine Trade-Marks and Unfair 
Trade, p. 15; 28 Am. & Eng. Ency. of Law (2d Ed.), 361. The 
name ‘Lister’ can scarcely be said to convey to the public gen- 
erally any significance of the achievements of its owner; such 
knowledge is practically confined to the medical profession and 
those closely allied thereto. It is not necessary that the adopted 
trade-mark should be the name of the merchant who puts the 
commodity on the market. Hopkins on Trade-Marks, p. 139, 
Sec. 63. 

The defendant has applied to its antiseptic, which is also 
commonly used for cleansing the teeth, throat, and mouth, the 
trade-name ‘“Listerseptine,’ and sells its article contained in 
bottles having thereon a label, the said trade-name printed upon 
it. The trade-name was chosen by the defendant in October, 
1907, about 17 years after complainant’s origination of the 
trade-mark “‘Listerine.” The similarity of the names in ap- 
pearance and sound, when considered with the similarity of the 
articles to which the trade-names are applied, is clearly apparent, 
and the probabilities of the defendant’s designation misleading 
the unwary customer in my opinion is so clear that it amounts 
to an infringement of the complainant’s trade-mark. In view of 
the close resemblance of the respective trade-marks or names and 
their application to similar antiseptic preparations, a fraudulent 
intent to deceive need not be affirmatively shown by the com- 
plaint, but such intent will be presumed therefrom. 

The charge of unfair competition was not pressed by com- 
plainant at the hearing. Complainant may have a decree for 
infringement of its trade-mark by defendant, but without costs. 
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Marc KitAw, ABRAHAM ERLANGER AND Rospert HILLIARD Vv. 
GENERAL Fim Co. 


(N. Y. Law Journal, March 4, 1915.) 
New York Special Term, March 3, 1915. 


. TRADE-NAMES—NAME OF PLay. 

The name of a drama may become a valid trade-name, in connec- 

tion with the presentation of dramatic compositions. 
. UNFAIR COMPETITION—TRADE-NAMES. 

Where the name of a drama had become well and favorably known 
to the public, its appropriation in the production of a photoplay is an 
infringement upon the rights of the owner of the play. Ina suit for 
unfair competition, an injunction was granted restraining the use of 
the name, and an accounting ordered of the profits resulting from the 
production of the photoplay. 


In Equity. On final hearing. 


Mortimer Fishel, of New York City, for plaintiff. 
LeRoy D. Ball, of New York City, for defendant. 


PLATZEK, ].—Some five years ago Robert Hilliard, one of the 
plaintiffs, a popular and gifted actor, first produced an elaborate 
dramatic production entitled “A Fool There Was,” at the 
Liberty Theatre, in the City of New York. From that time the 
play has been presented and is now being produced throughout 
the United States and Canada with success, both from an artistic 
and financial standpoint. Large sums of money have been ex- 
pended by the plaintiffs for actors, actresses, hiring of theatres, 
the equipment of the play and in extensive advertising for more 
than four years. After the dramatic representation “A Fool 
There Was” acquired a reputation, and its title became well 
known, the defendant appropriated the title “A Fool There Was” 
and produced it in connection with one of its photo dramas, with 
knowledge that the plaintiffs had been and were producing a 
dramatic representation under such title. It appears that the 
title “A Fool There Was” is an original title in connection with 

play, and that no other play under such title was presented 
prior to the production of the drama by Robert Hilliard. The 
circumstance that defendant's play is dissimilar to plaintiffs’ play 
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or that it was produced as a photo play does not militate against 
their right to enjoin the appropriation of and use by the defend- 
ant of the title. ‘The question, ‘What’s in a name?’ has been 
answered by the courts in many well considered cases, wherein 
the exclusive right to a name possessed or owned by a success- 
ful business enterprise has been maintained against imitators and 
wrongdoers who sought by an unauthorized use to deceive the 
public and profit by the wrong” (Frohman vy. Payton, 34 Misc., 
275; Hopkins Amus. Co. v. Frohman, 202 IUll., 541; Outcault 
v. Lamar, 135 App. Div., 110; 38 Cyc., 837). In Aronson v. 
Fleckenstein (28 Fed. Rep., 75) it is stated: “The name given 
the composition by its author, and under which it has become 
known to the public, became, as it seems to me, a property right— 
not strictly on the principle of a trade-mark, but because the 
name and literary composition became blended and united, so 
that the name identifies the composition to the public—so that the 
name of this composition belongs to this complainant as identify- 
ing and describing his literary property and as a part of the 
piece itself, and defendants have no right to profit by, using this 
name to the injury of the complainant, * * * and defendants 
have no right to avail themselves of the merits and popularity 
of complainant’s play to draw audiences to the performance of 
theirs, even if, as is claimed, their composition is a new and 
original dramatic arrangement. Jt is a fraud upon the public, 
as well as upon the complainant, to attempt to do so.” In Ball v. 
Broadway Bazaar (194 N. Y., 435) Werner, J., writing for the 
court, says: “Although we agree with the learned Appellate 
Division in recognizing the technical distinction between trade- 
marks and trade-names, we think the same fundamental princi- 
ples of law and equity are applicable to both. ‘All such cases, 
whether of trade-mark or trade-name or other unfair use of 
another’s reputation, are concerned with an injurious attack upon 
the good will of a rival business; customers are diverted from 
one trader to another, and orders intended for one find their way 
to the other’ (Sebastian on the Law of Trade-Marks, p. 17). 
Trade-marks and trade-names are in reality analogous to the 
good will of the business to which they appertain. The trade- 
mark represents it in the market, and the trade-name proclaims 
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it to those who pass the shop. In either case such unfair conduct 
as is calculated to deceive the public into believing that the busi- 
ness of the wrongdoer is the business of him whose name, sign 


or mark is simulated or appropriated, constitutes the gist of the 
offense.” It was also held in this case that “trade-names are 
protected by the application of the same principles of equity that 
relate to technical trade-marks” (Howard v. Henriques, 3 Sandi., 


. 


S. C., 725; Glen & H. Mfg. Co. v. Hall, 61 N. Y., 226; Paul on 
Trade-Marks, Sec. 182). It is not disputed that plaintiffs’ play 
was produced with success by leading actors and actresses in 
the principal cities of the United States, and was a valuable 
theatrical production. It is not disputed that the defendant pre- 
sented a moving picture presentation under the title “A Fool 
There Was.” It affirmatively appears that the defendant pro- 
duced its photo play under said title in different cities of the 
Union no less than three thousand times without authority. In 


y 


Kalem Company v. Harper (222 U. S., 55) it is held that the 
owner of dramatic rights might forbid the dramatic representa- 
tion by moving pictures, and to the present time the only right 
to protect moving pictures arises from the words “dramatic” 
or “drama” (Photo Drama Co. v. Social Corp’n, 213 Fed. Rep., 
374-377; Atias Mfg. Co. v. Smith, 204 Fed. Rep., 398; Frohman 
v. Fitch, 149 N. Y. S., 633). The plaintiffs have established and 
acquired an exclusive proprietary right as a trade-name and 
trade-mark in the words “A Fool There Was” as a title in con- 
nection with their play, and that they are entitled to a permanent 
injunction restraining the defendant from the continuance of 
the infrningement and impairment of their right in and to such 
trade-mark or trade-name. Judgment for plaintiffs. An inter- 
locutory decree may be entered herein making final the injunc- 
tion to restrain defendant from the further use of the title “A 
Fool There Was” and for an accounting by the defendant, and 
for this purpose the appointment of a referee. Submit findings 
of fact and conclusions of law and form of interlocutory decree. 
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THE TRADE-MARK REPORTER 
New YorkK ATTORNEY-GENERAL. 
(Department Reports, Vol. 2, p. 71.) 

Opinion, June I, 1914. 


TRADE-M ARK—COLOR. 
Neither single colors nor combinations of colors can be registered 


as trade-marks. 

Hon. Mitchell May, Secretary of State, submitted an inquiry 
as to whether he should register as trade-marks, various combina- 
tions, thirteen in all, of parallel rectangular colored strips or 
bands, some strips of unequal widths but all of the same length, 
placed one below the other and separated from one another by 
a uniform space, as for instance, two wide dark brown strips and 
between them a narrow light green strip, or four wide dark 
green strips and intermediate the second and third strips a nar- 
row dark brown band. 


Carmopy, Attorney-General.—Color by itself cannot be reg- 
istered as a trade-mark. On that point it is hardly worth while 
to mention other authority than Fischer v. Bank, 138 N. Y., 244. 
Doubtless, however, the applicant relies upon the shape and the 
arrangement of the bands or bars plus the use of the particular 
combination of colors, as furnishing a device or symbol suffi- 
ciently distinctive for registration as a trade-mark. The test 
then is, when color is made the essential feature, “is the color so 
defined or connected with some symbol or design, that other 
manufacturers may know what they may safely do.” Leschen 
Rope Co. v. Broderick, 201 U.S., 166, EFt. 

Neither the design nor the color conception in the proposed 
trade-marks is, in my opinion, distinctive enough to avoid con- 
flict with marks of other manufacturers who may desire, if this 
application be granted, to follow up the colored band idea. By 
the simple addition of another strip of color, or by using a 
slightly different shade in one of the same number of strips, a 
mark may be claimed to be decidedly different from those of the 
present applicant. One manufacturer may wish five bands, 
another six or ten, with the result that the purchaser is utterly 
at loss, even were the bands not colored at all, to retain in 
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memory the particular mark of the manufacturer whose goods 
are desired. Consequently, as nearly every purchaser would be 
deceived, the applicant here could, by suits for unfair competi- 


tion, though his trade-mark was not infringed, obtain by indirec- 
tion practically a monopoly of all colors and all designs of that 
character. 

A trade-mark ought to be so distinctive that it would be rea- 
sonable to expect an attempted infringement of it will be readily 
apparent to the hurried buyer. If these marks be registered, and 
other persons are successful hereafter in using variations of 
them, every shopper will need a color book, for her eye and 
memory will be quite unequal to the task of distinction; and, 
what is more, the courts will find time for little else if obliged to 
adjudicate on every tint of the rainbow. 

A situation similar to the one before me has already been 
reviewed. Jn Matter of Hanson’s Trade Mark, 37 Chanc. Div., 
112, a coffee dealer sought to register as a trade-mark an oblong 
label in three parallel stripes of about equal widths, the two outer 
stripes being shaded and the middle stripe being white or un- 
shaded. The application was refused on the judgment of the 
Court that “you may register a mark in a color, but the mark 
must be a distinctive device independently of the color.” 

I note that in the English case referred to there was no space 
or dividing ltne between the colors except as the colors them- 
selves made the division, but I do not see how a mere separation 
of the colors makes a distinctive design when the substance of 
the mark still remains a particular combination of colors. 

The application should be denied. Any mark likely to pro- 
mote confusion in the public mind is objectionable. 


DISTRICT OF COLUMBIA COURT OF APPEALS 
B. Fiscuer & CoMPpANy v. KNICKERBOCKER MILLS COMPANY. 
(211 O. G., 955.) 
December 7, I9T4. 
I. OpposITIONS—PLFADINGS AND PROOF. 


Where the sole ground of opposition is the applicant’s alleged ac- 
quiescence in the use of the mark by opponent, the applicant, by intro- 
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ducing evidence of prior use waives the right it would otherwise have, 
to confine the issue to the single point raised in the opposition. 
. TITLE TO A TRADE-MARK—ASSIGN MENT AND DEVOLUTION. 

A tentative sale of a trade-mark by its owner, made dependent 
upon the registration of the mark, is no bar to the granting of an 
application filed by the owner before making the agreement. 

. TRADE-MARK ABANDON MENT. 

Temporary discontinuance of the use of a trade-mark does not 
deprive its owner of the right to register the mark. 

E. B. Moore and W. H. C. Clarke, for the appellant. 
John E. Cross, Jas. L. Stewart, and Sidney R. Perry, for the 
appellee. 


Ross, J.—This appeal is from concurrent decisions of the 
Patent Office tribunals dismissing the opposition of appellant 
to the registration of the word “Nectar” as a trade-mark by 
the appellee. 

The sole ground in the notice of opposition was that the 
applicant, having knowingly permitted the use of this word as 
a trade-mark by the opposer, now is estopped to deprive opposer 
of that right and hence not entitled to registration. It was not 
necessary, therefore, for applicant to introduce evidence on any 
other question. (Mcllhenny’s Son v. New Iberia Extract of 
Tabasco Pepper Co. Ltd., 30 App. D. C., 337; 133 O. G., 995; 
1908, C. D., 325; Hannis Distilling Co. v. George W. Torrey Co., 
32 App. D. C., 530; 141 O. G., 569; 1909, C. D., 338; Under- 
wood Typewriter Co. v. A. B. Dick Co., 36 App. D. C., 175; 
163 O. G., 731; 1911, C. D., 298 | Reporter, vol. 1, p. 35].) But, 
having introduced evidence of title and prior use, the applicant 
waived its right to confine the issue to the single point raised in 
the opposition. However, we agree with the Patent Office that 
the evidence clearly shows title and prior use in the applicant. 

Coming to consider the question of estoppel, we find that 
when, in January, 1907, applicant learned that opposer was using 
its mark, it wrote opposer as follows: 


We have recently discovered that you are selling a coffee under the 
brand “Nectar” and as this is a brand which we have used for over thirty 
years, we alone have the sole right to sell coffee under this brand, hence 
we must ask you to discontinue the use of it at once. 


In March, following, the attorney for applicant wrote op- 
poser in substance that he had been instructed to bring suit to 
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compel the discontinuance by opposer of applicant’s mark, but— 


would wait a few days to see what you have to say in relation to the 
matter. 


To this letter opposer made reply as follows: 


We have your favor of the 8th in regard to the trade-mark “Nectar” 
which is claimed by the Knickerbocker Mills Company, your client. It 
has been our intention to give up this brand for some time and we were 
simply allowing the old labels to run out. Inasmuch as it is of so small 
importance to us, we might as an act of courtesy to your client stop the 
sale of “Nectar” Java without further question. However, we would like 
a few days to consider the matter more fully and you may depend upon 
hearing again at that time as to our decision. 


A member of the opposer firm testified that shortly after 


the writing of this letter he called at the office of the applicant 
and informed its president— 


most decidedly that we would continue this branch and not waive any of 
our rights in the matter. 


and that the use of the mark was continued thereafter. The 
evidence of the opposer, however, as to the extent of the subse- 
quent use of this mark is vague and unsatisfactory. 

The president of the applicant company was asked about 
the statement which the opposer’s representative testified he 
made to the effect that opposer would continue the use of the 
mark and not waive any of its rights, and replied that— 


what he (opposer’s representative) said left no such impression on my 
mind. My impression is that he told me the Nectar brand was of com- 
paratively little value to him; that they established it for the purpose of 
exploiting a new brand of coffee at a fair either at Buffalo or Louisville; 
that they were selling very little of it; but he said at the same time some- 
thing about our having failed to comply with the law covering trade- 
marks, which I did not fully understand. That is all that I remember. 
It may be noted here that the recollection of this witness as 
to what was said by opposer’s representative is in harmony with 
the letter of opposer written a few days before and already re- 
ferred to. Applicant’s testimony further tended to show that 
it was unable thereafter to learn of any further use by the op- 
poser of its mark, and hence took no further steps in the matter. 


We agree with the Patent Office that the evidence falls 


far short of showing such an acquiescence by the applicant in 
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the use of this mark by the opposer as to defeat applicant’s right 
to it or create a new right in the opposer. As was said in 
Menendez v. Holt, (128 U. S., 514; 46 O. G., 971; 1889, C. D., 
344): 


The intentional use of another’s trade-mark is a fraud; and when 
the excuse is that the owner permitted such use, that excuse is disposed 
of by affirmative action to put a stop to it. Persistence then in the use 
is not innocent; and the wrong is a continuing one, demanding restraint 
by judicial interposition when properly invoked. Mere delay or acqui- 
escence cannot defeat the remedy by injunction in support of the legal 
right, unless it has been continued so long and under such circumstances 
as to defeat the right itself. 


See also: McLean v. Fleming, (96 U. S., 245; 13 O. G., 
913; 1878, C. D., 262); Michigan Condensed Milk Co. v. Ken- 
neweg Co., (30 App. D. C., 491; 135 O. G., 451; 1908, C. D., 
423). Here the applicant, the rightful owner of the mark, upon 
learning of its use by the opposer, promptly notified opposer of 
applicant's title and that opposer must discontinue such use. 
The opposer met this notice with a written statement to the 
effect that the use had been inconsequential and had about ter- 
minated. Whether, in the subsequent interview between the 
representatives of the parties, opposer then indicated an intent 
to continue the use of the mark is of little consequence, in view 
of the fact that its subsequent use was so slight that the applicant 
was unable to discover it. Under the pleadings and evidence 
there is little question that opposer’s original use of this mark 
was with knowledge of the rights of the applicant. No business 
was therefore built up in good faith by the opposer, and the 
continuance and growth of that business was not encouraged by 
any act of the applicant. On the contrary, as we have seen, 
the use of the mark by the opposer prior to the applicant’s notice 
to discontinue it had been inconsequential and the continuance 
of that wrongful use after notice was equally inconsequential. 
The case as presented is devoid of any element of estoppel. 

One other question may be noticed. It developed that the 
applicant had made a tentative sale of this mark dependent upon 
its registration and that, pending the determination of the ques- 
tion of registration, applicant has discontinued the use of the 
mark, but without any intention of abandoning it. Since appli- 
cant was the owner of the mark when the application was filed, 
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we fail to perceive wherein the opposer is interested in this 
tentative sale. Indeed, under section 10 of the Trade-Mark Act 
the application itself, together with the good will of the business 
in which the mark was used, might have been assigned. Nor 
does the temporary discontinuance of a trade-mark deprive the 
owner thereof of the right of registration. 

The decision is affirmed. 


COMMISSIONER OF PATENTS 


Right to Oppose or Cancel 


Opposition to the registration of the word “Kewpie” as 
a trade-mark for children’s suits. The opponent was the 
originator of a doll or statuette, to which she gave the name 
of “Kewpie” and for which she obtained a design patent, as 
also a copyright for sundry literature pertaining to this imagin- 
ary being. The opponent has licensed others to use the name 
and figure in various ways and has lately contracted with a third 
party to permit him to use the name and figure as a trade-mark 
for children’s suits. She had never, however, used the name 
“Kewpie” as a trade-mark for any goods of the same description 
as the applicant’s. 

The question is, whether any rights she has could be the 
subject of an injury that would be protected by the statute. It 
was argued in the first place that the word and the picture are 
trade-mark equivalents, that the registration of the word would 
cut off the use of the figure or the pictures as a trade-mark 
by others, and that her copy-right enables her to collect royalty 
by licensing the use of the word and the picture together. 
Hence, the registration would work her an injury. 


The commissioner says, the word and the picture may be 
equivalents for purposes of trade-mark, but the opponent has no 
trade-mark. Hence, the question of their equivalency affects no 


right that the opponent has. A photographer might copyright a 
picture of George Washington, or a sculptor might copyright 
a bust, but the use of the name by another as a trade-mark 
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would be no infringement upon the copyright. Neither a copy- 
right nor a design patent confers any trade-mark right and the 
opponent has no trade-mark right by use. 

The opponent relied upon the case of the Jrish Industrial 
Development Association v. Barrett, |Reporter, vol. 3, p. 96], 
but the use by the Association was of a trade-mark character, 
although it could not register under the statute. (1) 

J. T. Newron, First Asst. Commr. 


A hearing upon an application to cancel a trade-mark will 
not be suspended because of the pendency of a suit in the United 
States District Court involving the same issues, where a deci- 
sion has been rendered by the court and no appeal has been taken, 
although the time to appeal has not yet expired. 

The interest of the petitioner to obtain a cancellation of 
the mark is sufficiently shown by proof of the petitioner’s use of 
the mark during the last twelve months. Indeed, it appears in 
the record that the registrant has sued the petitioner to enjoin 
the latter’s use thereof. 

The evidence showed use of the mark by the Massachusetts 
sreweries Company, a third party, and by its predecessors, long 
prior to use by the registrant and up to May, 1904. After that 
date, the company kept beer labels on hand, though it made no 
actual use of them. A witness testified that the company had 
no intent to abandon the mark, and was always prepared to 
furnish “Bismarck” beer when ordered. 

There was no abandonment of the mark by the Massa- 
chusetts company at the time application was made by the Stand- 
ard Brewing Company to register, and, therefore, the registration 
is invalid. (7) 


J. T. Newron, First Asst. Commr. 


Op position—Refusal to Dismiss 


The applicant petitions the commissioner to overrule the 
decision of the examiner of interferences refusing to dismiss a 


(1) Rose O’Neill Wilson v. William Hecht, 115 Ms. Dec., 26r. 


(2) Interborough Brewing Co., Inc. v. The Standard Brewing Co., 
115 Ms. Dec., 241. 
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notice of opposition, a decision which is not appealable. The 
Coca-Cola Company moves to dismiss the petition. 

In view of the fact that the order sought to be reviewed 
is not appealable, the commissioner preferred to construe the 


petition as a request that he exercise his supervisory authority, 


and denied the motion to dismiss, considering the petition upon 
its merits. 

The petitioner claims that the question of similarity be- 
tween “Coca-Cola” and ‘“Koke” is to be determined on the face 
of the marks and does not require any extrinsic evidence. 
Therefore, it should have been decided upon the motion to dis- 
miss and not reserved for final hearing. The notice of opposi- 
tion alleges that ‘““Koke” has become a nickname for “Coca- 
Cola’, so that a request for ““Koke” is taken to mean a request 
for “Coca-Cola.” To sustain a notice of opposition it is not 
necessary that the opponent be entitled to register the mark, 
(Irish Industrial Development Association v. Barrett, 186 O. G., 
797, | Reporter, vol. 2, p. 96]; H. W. Johns-Manville Co. v. The 
American Steam Packing Co., 145 O. G., 257; Natural Food Co. 
v. Williams, 133 O. G., 232). The opponent may be damaged 
without the infringement of any registrable trade-mark. The 
petitioner contends that the question is one of unfair competi- 
tion over which the patent office has no jurisdiction. The dis- 
tinction between infringement of a trade-mark and unfair com- 
petition is not clear. Infringement is unfair competition. The 
opponent claims to be damaged by the applicant’s use of the in- 
fringing name “Koke.” The applicant says this is unfair com- 
petition. The distinction is one, however, only of words and not 
of substance. The opponent is just as much damaged, whether 
the damage be a matter of infringement or unfair competition. 
It is not clear that the examiner of interferences abused his dis- 
cretion in any way that calls for the exercise of the supervisory 
authority of the commissioner. The petition was denied. (1) 

J. T. Newron, First Asst. Commr. 


(1) Coca-Cola Company v. Koke Company of America, 115 Ms. Dec., 
490. 
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Interference—Suspension of Proceeding 


An interference was suspended upon the granting of a re- 
straining order by the superior court of Quebec in a suit of 
Werrell against the Railway Asbestos Packing Company, forbid- 
ding the defendant to take any action to register its mark in the 
United States, until the decision of the application for an injunc- 
tion, the return day of which was now four months past. Warrell 
‘moved to set aside the order suspending the proceeding. In the 
absence of proof that the Railway Company was responsible 
for delaying the suit, the commissioner said the motion was 
properly denied. 


A motion was also made to expunge the application of the 
Railway Company, because the declaration was improper in 
form, alleging that the mark was the property of the president 
who verified it, and not of the corporation. It was held that 
the application would not be stricken out until an opportunity had 
been given to the applicant to remedy the defect, which could 
not be done while the injunction remained effective. (7) 


R. F. Wurreneap, Asst. Commr. 
Interference—Evidence 


An opposition filed to the registration of a mark was sus- 
tained and the applicant amended the description of goods, after 
which the mark was again published and again opposed. Each 
party gave notice under rule 154, § 6, that the testimony and 
proceedings in the earlier opposition would be used. 

The examiner thereupon notified the parties that if they 
proposed to use the testimony except to impeach witnesses, it 
would be necessary to get permission under rule 157 and give 
the adverse party an opportunity to cross-examine. Neither 
party can force the other side to use its testimony again, but 
may use its own testimony subject to objection as to relevancy 
and materiality, and subject to the right of further cross- 
examination. To this extent the record in the earlier interfer- 
ence may be used in evidence. (2) 

R. F. Wurreneap, Asst. Commr. 


(1) Warrell v. Niedner v. The Railway Asbestos Packing Co., Ltd., 
115 Ms. Dec., 286. 


(2) Simplex Electric Heating Co. v. D. H. Burrell & Co,. 115 Ms. 
Dec., 208. 
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Interference between “La Patricia” and “Patrician” for 
corsets, the latter having been registered by the Princess Corset 
Company upon an application which claimed use since October 1, 
1909. The application of La Patricia Company alleged use 
since 1904, and this date of use was proven. The registrant, on 
the other hand, proved continuous use since 1898 by one witness, 
since 1901 by another witness and since 1902 by a third witness. 
The commissioner said, while such a variance between the testi- 
mony and the statement in the registration should cause the 
testimony to be carefully scrutinized, there is nothing in the 
testimony to cause suspicion of any of the evidence brought 
out. Probably when the applicant made the application, he did 
not appreciate the importance of alleging the earliest date of use. 
Moreover, the mark being already registered, applicant must 
overcome the effect of the registration by a fair preponderance 
of testimony. (* ) 

J. T. Newton, First Asst. Commr. 


Abandonment 


Interference between an application to register the name 
“Imperial” for shirts and a prior registration of the same word. 
Earlier and continuous use by the registrant was shown, but it 
was contended that the use was fraudulent, because the mark 
was applied to so-called flannel shirts and they were not all wool. 
The commissioner said, however, there was no evidence in the 
record that flannel shirts meant all wool shirts. 

The registered mark was claimed under an assignment from 
Roggen & Eisenstein in 1903, but the assignor had continued to 
use the mark up to the present time. The applicant claimed that 
this attempt to assign was an abandonment of the mark, and 
being later than their date of use, that it allows them to enter 
the field. The commissioner said, however, that this was no 
abandonment. Hence, if the assignment was effective, the as- 
signee antedated the applicant and if it was not effective, then the 
first users still own the mark, for they had continued the use of 


(1) La Patricia Custom Corset Co. v. The Princess Corset Co., 
115 Ms. Dec., 235. 
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the mark, notwithstanding the attempted assignment. In either 
case, the use made was fatal to the application. (* ) 
R. F. WHITEHEAD, Asst. Commr. 


Label Registration 


In the registration of a label, the duty of the commissioner 
of patents is not purely a ministerial one. He must determine 
in the first instance whether that which is presented for regis- 
tration is entitled to be registered as a label. There may be ques- 
tions of public policy, or public morals, or frauds, that are to be 
considered by him (Allen v. U. S., 105 O. G., 747). 

The label offered for registration in this case was refused 
on the following grounds: 

1. That it embodied the official insignia of Prussia. The 
commissioner holds that the prohibition against the registration of 
public insignia or coats of arms, is purely statutory and, while 
registration of such symbols is forbidden by the trade-mark law 
as parts of trade-marks, the prohibition does not apply to the case 
of a label. 

2. That the label was deceptive, conveying the false im- 
pression that the beer to which it was applied was of foreign 
origin. 

The label contained the picture of a beer garden and in 
the center of the foreground, a picture of Bismarck; also a Ger- 
man sentence, which being translated means, “beer that is not 
drunk has missed its purpose.” It had also the name “Inter- 
borough Brewing Company, Inc., Borough of Brooklyn, New 
York City.” The commissioner holds that there is nothing in 
the label to create the impression that the beer has been brewed 
abroad, though it does not appear in the record whether it has 
been or not. 

3. That the notice under the food and drug act was not in 
the form prescribed by the regulations. The notice con- 
tains all the elements required by the regulation and does not 
differ in substance from the prescribed form. The form pre- 


(1) Henry Myers & Co. v. Roggen Bros. & Co., 115 Ms. Dec., 287. 
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scribed is not mandatory but only suggestive, and the form used 
fully complied with the requirements of regulation No. gg. (7) 
R. T. Frazrer, First Asst. Commr. 


Descriptive Terms. 


The word “Kompak” for steam and hot water boilers, being 
a mere misspelling of the word “compact” is descriptive. It too 
closely resembles the words, “‘Kantleek”’ and ‘“Nextobeer” which 
have been held not to be registrable. (*) 
J. T. Newron, First Asst. Commr. 
The words “Rapid-shave” for soap powder are descriptive, 
and the registration thereof to the applicant would prevent other 
manufacturers from adequately describing the properties of 
their goods. (*) 
J. T. Newron, First Asst. Commr. 


Reconsideration of the decision of June 13, 1914, in the 
same case (Reporter, vol. 4, p. 410). The name “Parcel Post” 
might imply that the applicant’s goods are especially packed for 
parcels post or go at such rates. The applicant should, there- 
fore, disclaim the right to the exclusive use of these words. (*) 
J. T. Newron, First Asst. Commr. 


The word “Value” with the representation of a bag and a 
dollar mark upon it for clover, grass and other seed is not de- 
scriptive. The word being a noun is descriptive only when used 
with descriptive accessories and the use here is sufficiently ar- 
bitrary to warrant registration. (°) 

J. T. Newron, First Asst. Commr. 


se 


The name ‘“Yohimbi Spiegel” as applied to a remedy first 
extracted by Spiegel from the Yohimbe tree is registrable. The 
extract itself is known as “Yohimbin,” and if the name were 


formed in the usual manner of such names, it would be known 


(1) Ex parte Interborough Brewing Company, Inc., 112 Ms. Dec., 
141. 

(2) Ex parte Long. Landreth, Schneider Co., 116 Ms. Dec., 5. 

(3) Ex parte Colgate & Co., 116 Ms. Dec., 81. 

(4) Ex parte Consumers Importing Co., 116 Ms. Dec., 42. 

(5) Ex parte Henry Hirsch, 116 Ms. Dec., 81. 
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as “Yohimbine.” The name “Yohimbi” is therefore arbitrary, 
and being followed and not preceded by the name “Spiegel” is 
held to be registrable. (*) 
J. T. Newron, First Asst. Commr. 
Geographical Terms. 

The word “Occident” for bread was rejected by the ex- 
aminer of trade-marks as geographical, he relying upon the case 
of the Cresent Typewriter Supply Company, 133 O. G., 231, 
holding the word “Orient” to be geographical and Ex parte 
Fropkins, 128 O. G., 890, holding likewise of the word “Oriental” ; 
but the commissioner, reversing the examiner, says that the 
word “Occident” differs from the word “Orient” in that it 
indicates no particular locality or territory measured by bound- 
aries. It rather resembles the case of E.x parte Acker, Merrall 
é& Condit Co., (Reporter, vol. 1, p. 139), involving the word 
“Celtic.” Particularly as applied to bread, there is no danger 
that the word “Occident” would be taken to have a geographical 
significance. (7) 

J. T. Newton, First Asst. Commr. 


The name “International” for agricultural implements is 
not descriptive or geographical. In the case of Koehler v. 
Sanders (122 N. Y., 65), the word was held not to be the sub- 
ject of exclusive appropriation in the banking business, because 
descriptive, but with respect to agricultural implements, no de- 
scriptiveness attaches to the word. If it indicates that the 
manufacturer does an international business, such meaning is too 
indefinite to prevent its registration. (*) 

J. T. Newton, First Asst. Commr. 
Conflicting Marks. 

A monogram of the letters “J. T. R.” was properly refused 
registration, because of the prior mark “J. T.” for a metal clean- 
ing compound. (*) 

J. T. Newron, First Asst. Commr. 


(1) Ex parte Chemische Fabrik Giistrow, 116 Ms. Dec., 68. 

(2) Ex parte Russell-Miller Milling Co., 116 Ms. Dec., 28. 

(3) Ex parte International Harvester Company of New Jersey, 116 
Ms. Dec., 37. 

(4) Ex parte Ida Ray, 116 Ms. Dec., 18. 
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The words ‘Federal Reserve” for paper was rejected on the 
prior registration of the word “Federal” for the same goods. It 
was argued by the applicant that words ‘Federal Reserve’ con- 
veyed a very different meaning from the word “Federal,” es- 
pecially at this time, suggesting the Federal Reserve Board or 
banking system, but in the case of Hutchinson, et al. v. Covert 
(51 Fed. Rep., 832), it was held that the words “Lone Star” 
and “Star” conflicted, notwithstanding the words “Lone Star” 
would suggest the coat of arms of the State of Texas. So in 
the case of Ex parte New York Powder Co. (59 Ms. Dec., 142), 
the trade-mark “Black Diamond” was held to be equivalent to 
the word “Diamond.” (*) 


J. T. Newron, First Asst. Commr. 


An application to register the representation of a ship under 
full sail, with the word “Irish” underneath, for embroidered 
sheets, pillow cases and handkerchiefs, was properly rejected 


because of the prior registration of a picture of a ship and the 
word “Defender.” The ordinary buyer would not be able to 
distinguish between the pictures of the two ships, and the word 
“Trish” adds nothing to the registrability of the mark. (7) 

J. T. Newton, First Asst. Commr. 


Appeal from dismissal of notice of opposition. The ap- 
plication was to register the trade-mark “‘Sal-va-sal” as a remedy 
to be taken internally for the throat and liver. The opponent is 
the owner of a trade-mark “Salvarsan,”” a remedy to be ad- 
ministered hypodermically and only by skillful physicians, an 
arsenic preparation which if taken internally, might cause death 
and yet is sometimes sold by druggists over the counter. The 
words are very much alike and as some people slur the r, they 
will differ only in the final letter. There is no reasonable doubt 
of confusion unless the goods are so unlike as to prevent this. 


“The interest to be protected primarily is that of the purchasing 
public. If a person swallowing ‘Salvarsan’ would probably die in a few 
minutes, (as was testified), a reasonable regard for the public interest 
would seem to preclude application of a name closely imitative of ‘Sal- 


(1) Ex parte E. A. Bouer Co., 116 Ms. Dec., 20. 
(2) Ex parte Defender Mfg. Co., 116 Ms. Dec., 114. 
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varsan’ to a harmless medicine intended to be taken merely for common 
disorders.” (1) 

J. T. Newron, First Asst. Commr. 


What is Trade-Mark Use. 


Application to register the representation of a pink or carna- 
tion as a: trade-mark for buttons or badges. The pins supplied 
as specimens bear the representation of a carnation and the 
words “Mothers’ Day.” Held that the carnation was used 
only for ornamenting the button and not as a trade-mark, and 
the registration was properly rejected. (7) 

J. T. Newron, First Asst. Commr. 


Proper Name—Distinctive Form. 


The name “Wolseley” in white letters on an oval back- 
ground containing two other oval white lines, with diagonal 
checked scroll work between them, is a sufficiently distinctive dis- 
play of the name and is registrable as a trade-mark for auto- 
mobiles. (*) 


J. T. Newton, First Asst. Commr. 
Goods of the Same Descriptive Properties. 


Opposition by Armour & Co. to the registration for flour of 
a trade-mark consisting of the name “Veribest’”’ with pictures of 
streets and buildings enclosed within circles (See Ex parte Acme 
Mills, [Reporter, vol. 4, p. 410]), the opposition alleging use of 
the mark ‘“‘Veribest’’ on ham, tongue, beef, beans, biscuit and “a 
large number of additional products.” The opposition was dis- 
missed on motion, on the ground of dissimilarity between the 
goods. On appeal, it was held that the opposition was properly 
dismissed, because a general allegation that the mark was used 
on additional products other than those specifically enumerated 
would not let in proof of use on goods like wheat flour. More- 
over, the opponent’s wide advertising of the mark and the reputa- 
tion which it has thus acquired in connection with goods of a 


) Farbwerke Hoechst Co. v. Leon Gawurin, 116 Ms. Dec., 180. 
) Ex parte Anna Jarvis, 116 Ms. Dec., 60. 
) Ex parte Wolseley Tool & Motor Car Co., Ltd., 116 Ms. Dec., 20. 
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(different class, have no bearing on the present controversy. And 
even if it could be shown, as claimed, that the applicant’s goods 
were put up in sacks of the same size and appearance of the op- 
ponent’s, no injury will result therefrom unless the goods are 
the same. (1) 

J. T. Newton, First Asst. Commr. 


Appeal of the Hood Rubber Company from an order sus- 
taining a notice of opposition to its application to register the 
picture of a horse-shoe, for rubber-soled canvas shoes, and dis- 
missing the opposition to its registration of the mark for rubber 
boots, shoes and over-shoes. Also appeal of the McElwain Co. 
from the order dismissing the notice of opposition as to rubber 
boots, shoes and over-shoes. The McElwain Co. showed prior 
use of the mark on leather boots and shoes. The Hood Rubber 
Company showed prior use of the mark on rubber boots and 
shoes and on rubber-soled canvas shoes. The only question 
therefore is as to the similarity of the goods. It appears that 
the same mark has been repeatedly registered in the patent office 
to different owners on leather shoes and on rubber shoes, the 
rulinz being probably based on the fact that quite different plants 
and machinery are required for the two different lines of manu- 
facture. See Hecht v. Porter (Pacific Coast Law Journal, vol. 
9, p. 5€9), May 18, 1882, where it was held that the use of the 
word “Ironclad” on rubber boots does not preclude another from 
the use of the name on leather boots. However, rubber-soled 
canvas shoes made by vulcanizing the rubber on to the shoe 
properly belong to the class of rubber shoes, because made in the 
same shops and by the use of the same processes, while canvas 
shoes that have the soles sewed or tacked on belong in the class 
of leather shoes, since they are similarly made, and by the use 
of the same tools. The right of the Hood Rubber Company to 
register for rubber boots, shoes, over-shoes and canvas shoes 
with rubber soles vulcanized upon them, was therefore estab- 
lished by their priority of use on rubber shoes and like goods, but 
not to register for shoes having canvas uppers with sewed soles. 
a 

J. T. Newton, First Asst. Commr. 


(1) Armour & Co. v. The Acme Mills, 116 Ms. Dec., 65. 
(<) 


9 


W. H. McElwain Co. v. The Hood Rubber Co., 116 Ms. Dec., 75. 





THE TRADE-MARK REPORTER 


Date of Filing of Papers in Patent Office. 


Opposition dismissed because not filed within thirty days. 
The thirty days including Sundays and holidays, expired on 
November 26, 1914, which was a holiday. Notice was received 
at the Patent Office on the following day. It was held that this 
was not within the time limit. All mail received at the Wash- 
ington post Office up to four-thirty o’clock in the afternoon of a 
business day, directed to the Patent Office, is sealed and locked 
in a sack and is stamped as received at the Patent Office on that 
day. This is as far as the office can go. No mail is delivered 
on holidays and mail received on the following day must there- 
fore be treated as filed at that time. (+) 

J. T. Newron, First Asst. Commr. 


(1) Park & Tilford v. H. Jerne Co., 116 Ms. Dec., 138. 
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